lie 


"MAY. 18. 2004 4:39PM 


"2025358080" 


MAY 1 8 2004 


10. 0057 — P. 3" 



PATENT 


IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

Confirmation No. 6134 


Appl. No. 

09/997,023 

Applicant : 

R. Sam Niedbala, et al. 

Filed : 

November 30, 2001 

TC/A.U. : 

1743 

Examiner : 

Lyle A. Alexander 

Docket No. ; 

030793-034000 

Customer No. : 

22204 


REQUEST FOR CORRECTED OFFICE ACTION 

Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 

Dear Sir: 

Applicant is in receipt of the Final Office Action dated March 18, 2004, issued in 
connection with the above-referenced patent application. In the Office Action Summary, it is 
noted that claims 1-25, 46-52, and 64-67 are pending in the application, and that claims 1-25, 
46-52, and 64-67 are rejected. In the actual Office Action, however, claim 52 is not said to 
be rejected, nor is there any discussion or analysis relative to the patentability of this claim. 

Accordingly, Applicant respectfully requests the issuance of a corrected Office 
Action, which clarifies this inconsistency, discusses the patentability of claim 52 on the 
merits, and sets a new mailing date upon which the statutory period for filing a response is 
based. A copy of the Office Action is enclosed. 

Respectfully submitted, 


Date: May 18, 2004 


NIXON PEABODY LLP 
Suite 900, 401 9 th Street, N.W. 
Washington, D.C. 20004-2128 
(202) 585-8000 
(202) 585-8080 fax 

NVA295 825.1 


JeH&y'A. Lindeman, Esq. 
Registration No. 34,658 
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United States Potent and Trademark Office 


UNITED STATES DEPARTMENT OF COMMERCE 
Ullttd SUtn raun ud Tndnnirk Office 
AMw COMMISSIONER FOR PATtjNTS 
P.O.B0I14N 

A&ieil*, Vlahili 223I1-I4S0 


APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR | ATTORNEY DOCKJBT NO. | CONFIRMATION NO. 


09/997,023 


H/3CV2001 


R. SamNitdbala 


6134 


22204 7S90 03/1 B^OO 

NIXON PEABODY, LLP 
401 9TH STREET, NW 
SUITE 900 

WASINGTON, DC 20004-2128 


ALEXANDER. LYLE 


ART UNIX 


PAPER NUMBER 


mi 

DATE MAILED: Q3H9/2VM 


Please find below and/or attached an Office communication concenung this application or proceeding. 


DOCKETED ^ 
l |CH , - By ■ 'rWttr^ 


liuon Peabody.UP 



PTO-POC (Rev. 10/03) 


NIXON PEABODY 
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Office Action Summary 


Application No. 


09/997.023 


Examiner 

Lyle A Alexander 


Applicants) 

NISDBALAETAL 


Art Unit 
1743 


— The MAILING DATE of this communication appears on the cover sheet with the correspondence address — 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH'S) F ROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extension* of time may be a voluble under the provlBlona of 57 CFR 1.136(a). In no even!, however, may a reply toe timely III «j 
after SIX (6) MONTHS from Ihe mailing date of In la comrnunlcatign. 

- |f Ihe period for reply Bpecblsd above Is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days vrll bo considered timely. 

. |[ no period for reply Is specified above, the maximum statutory period wW apply and will expire SIX (6) MONTHS from trie Dealing date of this oommunlcalion. 

- Failure 10 reply wllrin the SSl or extended period for reply will, by Blaluta, causa Ihe applicalion (a become ABANDONED (35 (J S C. § 199), 

Any maty received by Ihe Offlos later than Ihree months ifterthe mailing dale of this communication, even If timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 704(b). 

Status 

I) 13 Responsive to communication^) filed on 13lDe_(&m£&L2QQ3 . 
2a)E This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayte, 1 935 CD. 1 1 , 453 O.G. 21 3. 

Disposition of Claims 

4) E3 Claimfs) 1-25.46-52 and 64*67 is/are pending In the application. 

4a) Of the above clajm(s) is/are withdrawn from consideration. 

5) Q Claim(s) is/are allowed. 

6) EI Claim(s) 1-25.46-52 and 64 67 Is/are rejected. 

7) U Claim(5) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)Q objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheets) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

II) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.3.C. § 119 

12)D Acknowledgment is made of a claim forforeign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

20 Certified copies of the priority documents have been received in Application No. . 


3-D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau <PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 


Attachmenl(s) 

1) Q Notice or References Cited (FTO-892) 

2) [H Nollce of Draftsparson'a Patent Drawlnfl Review (PTO-843) 

3) □ Information Disclosure Statement^) (PTO-1449 or PTO/SB/08) 

Paper No(s)/Mall Date 


4) □ Interview Summary (PTO-413) 

Paper No(6VMall Date. . 

5) □ Notice of Informal Patent Application (PTO-152) 

6) □other . 


U S. Patent and Trademark OfTkift 

PTOL-326<Rav. 1-04) 


Office Action Summary 


Part of Paper No./Mail Date 031504 
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Art Unit: 1743 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-2,5-7, 10,12-13 and 64-67 are rejected under 35 U.S.C. 102(b) as 
being clearly anticipated by Patel et al. or Bunce et al. 

Patel et al. teach a devioe(10) that has ports(12) that permit fluid to the bottom of 
the device. There is a first piece of bibulous materia l(32),and a second piece of 
bibulous material(34) and a piece of liquid expandable material(22). When material(28) 
expands, materials(32) and (34) are in fluid contact with one another. Material(28) 
expands as a result of fluid through port mark(20). Material(28) has been read on the 
claimed "expandable collection member". Material(34) can contain a reagent for 
analysis of a reagent. 

Bunce et al. teach many different configurations that read on the instant claims. 
Figure 4 is exemplary and teaches a liquid transfer device comprising a holding a 
portion (70d) having first and second ends, a retaining portion(32) attached to the 
holding portion, and expandable collection member(23d) having a first and second size 
and reagents(32d) to detect the analyte of interest. 

Claims 1,3,7-8,10,12-13, 64-66 and 14-25 are rejected under 35 U.S.C. 102(b) 
as being clearly anticipated by Schmitz(USP 3,713,775). 
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Schmitz teaches in figures 2-3 a pipette(51) having a first and second end. The 
interior of the pipette retains a sample and plunger(54) has been read on the claimed 
"expandable collection member" having a first and second size. The pipette tip(55) has 
been read on the claimed "discharge member" and place the sample in curette(36) 
containing reagents(210). 

Claims 1-3,5-8,10,12-13,46-51 and 64-66 are rejected under 35 U.S.C. 102(b) as 
being clearly anticipated by Shapiro(USP 4,750,373), Hydo(USP 4,036,064) or 
Magnussen et al.(USP 5,364,596). 

These references teach sample collection means having a plunger with multiple 
positions and stops, which have been read on the claimed first, and second holding 
positions. 

Allowable Subject Matter 
Claims 4,9 and 1 1 are objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the 
base claim and any intervening claims. 

Response to Arguments 

Applicants arguments filed 12/19/03 have been fully considered but they are not 
persuasive, 

Applicants state Patel fails to teach (1) a holder portion .... (2) a retaining portion 
... , and (3) an expandable collector member... . Patel et al. teach a housing(1 1 ) that 
has been read on claimed element(1), a compressible member(24) that has been read 
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Application/Control Number 09/997,023 Page 4 

Art Unit: 1743 

on claimed element(2) and a expandable member(22) that has been read on the 
claimed element{3). The claimed first and second sizes have been read on the dry and 
wetted states of Patel. 

Applicants state Bunce et at. fails to teach (1) a holder portion .... (2) a retaining 
portion .... and (3) an expandable collector member... . Bunce et al. teach a holding 
portion(70d) that has been read on claimed element{1), a retaining portion{32) that has 
been read on claimed element(2) and a expandable member(23d) that has been read 
on the claimed element(3). The claimed first and second sizes have been read on the 
dry and wetted states of Bunce et al. Applicants state portion(70d) is described as a 
channel and cannot be read on the claimed holding portion. In the absence of better 
defining what structure is intended by "holding portion", the Office maintains 
portion(70d) holds the device meeting the claims. 

Applicants state Schmitz et al. fails to teach (1) a holder portion .... (2) a retaining 
portion .... and (3) an expandable collector member... . Schmitz teaches in figures 2-3 
a pipette(51 ) having a first and second end. The interior of the pipette retains a sample 
and plunger(54) has been read on the claimed "expandable collection member" having 
a first and second size. The pipette tip(55) has been read on the claimed "discharge 
member" and place the sample in curette(36) containing reagents(210). 

Applicants state Shapiro(USP 4,750,373), Hydo(USP 4,036,064) and 
Magnussen et al.(USP 5,364,596) fail to teach (1) a holder portion .... (2) a retaining 
portion .... and (3) an expandable collector member,.. . These references teach sample 
collection means having a plunger with multiple positions and stops, which have been 
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read on the claimed first and second holding positions as well as the expandable 
collector. 

Conclusion 


THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Lyle A Alexander whose telephone number is 571-272- 
1254. The examiner can normally be reached on Monday, Wednesday and Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jill Warden can be reached on 571-272-1267. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). / 



Lyle A Alexander 
Primary Examiner 
Art Unit 1743 
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Nixon Peabody LLP 

Attorneys at Law 

Suite 900 
401 9th Street, HW. 
Washington, D.C. 20004-2128 
(202) 585-8000 

Fax: (202) 585-8080 


10. 0057 — P. 


PRIVILEGE AND CONFIDENTIALITY NOTICE 

The information in this fax is intended for the named 
recipients only. It contains privileged and confidential matter. 
If you have received this fax in error, please notify us 
immediately by a collect telephone call to (202) 585-8000 and 
return me original to the sender by mail. We will reimburse 
you for postage. Do not disclose the contents to anyone. 
Thank you. 


Date: May 18, 2004 

To: Exr. L.A. Alexander 

Art Unit: 1743 

From: Jeffrey A. Lindeman 
Reg. No. 34,658 


FAX 


MAY 1 8 2004 


Pages (including cover): 10 
Fax: 703-308-6916 

Docket No. 030793-34000 



Message: The following documents are being presented for facsimile filing in the 
United States Patent and Trademark Office: 

1. Transmittal 

2. Request for Corrected Office Action 

In re Patent Application of 
Inventor(s): R. Sam Niedbala, et a!. 
Serial No.: 09/997,023 
Filed: November 30, 2001 

For: SAMPLE COLLECTOR AND TEST DEVICE 

Due Date: NONE 


CERTIFICATE OF TRANSMISSION 137 CFR l.S(a)] 

I hereby certify ttfajt this correspondence is being facsimile transmitted to the USPTO at 703- 
308-6916, on Mav 18. 2004 . 


Signatup 
Name: 




cc: File 

Docketing Department 


NVA27993SU 
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PTO/SB/21 (08-00) 
Approved for use through 10/31/2002. OMB06SI-0031 
U.S. Patent and Trademark Office: U.S. DEPARTMENT OF COMMERCE 


TRANSMITTAL 
FORM 

(ro be used for all correspondence after initial filing) 

Application Number 

09/997,023 

Filing Date 

November 30, 2001 

first Named Inventor 

R. Sam NIEDBALA et al. 

Croup An Unit 

1743 

Examiner Name 

L.A. ALEXANDER 

Total Number of Pages in This Submission 

10 

Attorney Docket Number 

030793-034000 


ENCLOSURES (check all that apply) 


FCC Transmittal Form 

LU Fee Attached 
Amendment / Reply 
Alter Final 

□ Affidavits/declarations) 

Extension of Time Request 

Express Abandonment Request 

Information Disclosure Statement 

Certified Copy of Priority 
Documents) 

O Response to Missing Parts/ 
Incomplete Application 

Response to Missing Parts 
under 37 CFR1.52 0rl.S3 


Assignment Papers 
(far an Application) 

□ Declaration and Power of Attorney 
Luensing-rclated Papers 

□ Petition 

Petition to Convert ro a Provisional 
Application 

Q Power of Attorney. Revocation 
Change of Correspondence Address 

Terminal Disclaimer 

1 J Request far Refund 

□ CD. Number of CD(s) 


Remarks 


n After Allowance Communication to Croup 
® Other 

Request for Corrected Office Action 


The Commissioner is hereby authorized to charge any additional fees 
required or credit any overpayments to Deposit Account No. I9-23B0 for the 
above identified docket number. 


SIGNATURE OF APPLICANT, ATTORNEY, OR AGENT 


Firm 
or 

Individual name 


Signature 


Jeffrey A. Lindeman. Reg. No. 34.658 
Nixon Peabody LLP 
401 9 m Street, N-W. 
Suite 900 

Washington, P C. 20004-2128 



Date 


CERTIFICATE OF TRANSMISSION 


I hereby certify That this correspondence is being facsimile transmitted in the United States Patent and Trademark Office at 703-308-6916 on 
May 18,2004. /" 


Type or printed name 


I inda C. Haynes 


to take 0.2 hours to compKtc. Time wi 


Signature 


Date May 18.2004 


Burden Hour Statement: This form is gsfimattd to take 0.2 hours to complete. Time will vary depending upon the needs of [he individual 
case. Any comments on the amount of time y iu are required to complete this form should be sent to the Chief Information Officer, U.S. 
Patent and Traderoark Oflice, V/ashinJl^, pt 20231. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND 
TO: Commissioner for Patents, Washitt 


NVA295»82.t 
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